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t he Board.
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DECI SI ON ON_APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe exam ner’'s rejection of clainms 1-20, 29, 31, 38-47,
49, 59, 61, 63-68 and 72-77. Clainms 23-28, 32-37, 48, 52-58
and 62 have been cancelled. Claim 21, 22, 30, 50, 51, 60 and

69- 71 have been indicated to contain all owable subject matter.

The di sclosed invention pertains to a transm ssion
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tester for testing any type of vehicular transmn ssion.
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Representative claim 1l is reproduced as foll ows:

1. Atransm ssion tester for testing vehicul ar
transm ssions, the transm ssion tester conprising:

(a) a main frane;

(b) a prinme nover, for providing driving energy to a
transm ssion to be tested;

(c) a headstock plate adapted to receive thereon a
transm ssion to be tested, said headstock plate being
supported fromsaid main frame by a support, said support
bei ng nounted for povitation about a first axis, to thereby
pi vot said headstock plate about said first axis; and

(d) loading and braking apparatus, supported from said
mai n franme, said | oading and braking apparatus including a
shaft journalled for rotation about a second axis
substantially perpendicular to said first axis, and extendi ng
generally toward sai d headstock plate, for engaging an out put
shaft of the transm ssion to be tested, and for thereby
appl ying braking energy to the transm ssion.

The exam ner relies on the follow ng references:

Weeder 4,732,036 Mar. 22, 1988
Sano et al. (Sano) 5,144, 834 Sep. 08, 1992
Kuwahar a 5,154, 623 Oct. 13, 1992

The followi ng rejections are on appeal before us:

1. Clainms 1-10, 13-18, 38-44, 47, 63 and 72-77 stand
rejected under 35 U.S.C. 8§ 103 as being unpatentable over the
t eachi ngs of Weeder taken al one.

2. Clainms 11 and 12 stand rejected under 35 U S.C. 8§

103 as bei ng unpatentabl e over the teachings of Weder in view
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of Kuwahar a.

3. Claims 19, 20, 29, 31, 45, 46, 49, 59, 61 and 64-68
stand rejected under 35 U.S.C. §8 103 as being unpatentable
over the teachings of Weeder in view of Kuwahara and further
in view of Sano.

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
arguments set forth in the briefs along with the exam ner’s
rational e in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as

4



Appeal No. 1999-0365
Application 08/601, 724

set forth in clains 1-20, 29, 31, 38-47, 49, 59, 61, 63-68 and
72-77. Accordingly, we reverse.

In rejecting claims under 35 U.S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to make the factual

determ nations set forth in G ahamyv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to combine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teachi ng, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]ley

Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U. S. 825 (1988); Ashland G I, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Cir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
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exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

OCetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir.
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prima facie case with argunment

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasiveness of

the argunents. See |d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nade by appellant have been
considered in this decision. Argunents which appellant coul d
have made but chose not to make in the brief have not been
considered [see 37 CFR § 1.192(a)].

We consider first the rejection of clainms 1-10, 13-18,
38-44, 47, 63 and 72-77 based on the teachi ngs of Weder taken
alone. Wth respect to i ndependent clains 1 and 38, the
exam ner acknow edges that Weder does not teach the support
for supporting the headstock plate fromthe main frane being

pi vot abl e about a first axis which is perpendicular to the
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cl ai mred second axis. Nevertheless, the exam ner asserts that
such an arrangenent woul d have been obvious to the artisan

[ answer, pages 3-4]. Wth respect to i ndependent claim 72,

t he exam ner asserts that it woul d have been obvious to the
artisan to nmodify the tester of Weder so that it could test
transm ssions having | ongitudinally nmounted transaxles as
recited in claim72 [id., page 5].

Wth respect to i ndependent claim 1, appellant argues
t hat the exam ner has provided no legitimte reason or
notivation for the artisan to nodify the device of Weder.
Appel | ant argues that since Weeder did not intend to test
| ongi tudinally mounted transaxle transm ssions, there would be
no reason to provide a pivoting headstock plate as clai ned
[ brief, pages 6-8].

We agree with the position argued by appellant. The
exam ner’s proposed nodification of Weeder is based on pure
specul ati on and does not come fromthe teachings of the
reference. The mere fact that the prior art nmay be nodified
in the manner suggested by the exam ner does not make the
nodi fi cation obvious unless the prior art suggested the

desirability of the nodification. |In re Fritch, 972 F. 2d
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1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992); In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir.
1984). There is no suggestion within Weder that the

exam ner’s proposed nodification should be made. Therefore,
we do not sustain the exam ner’s rejection of independent
claim1l or of the clainms which depend therefromand are

rej ected on Weeder taken al one.

Wth respect to independent claim 38, appellant again
argues that the exam ner has admtted that Weder does not
teach the first and second axes as recited in claim 38.
Appel | ant again argues that there is no notivation for the
exam ner’s proposed nodification of Weeder [brief, pages 9-
11] .

We again agree with appellant for the same reasons
di scussed above. Therefore, we do not sustain the rejection
of independent claim 38 or of the clains which depend
therefrom and are rejected on Weder taken al one.

Wth respect to i ndependent claim 72, appell ant argues
that the tester of Weder does not have a support and a
headst ock pl ate havi ng adjustable el enents which enable

adj ust nrent of the headstock plate such that |ongitudinally
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mount ed transaxl es can be tested [brief, pages 12-13].

We again agree with the position argued by appell ant.
The exam ner’s proposed nodification of Weeder so that Weder
can work with longitudinally nmounted transaxl es does not cone
from Weder. The only basis on this record to nodi fy Weder
in the manner proposed by the exam ner would be to inproperly
create appellant’s invention in hindsight. Therefore, we do
not sustain the rejection of independent claim 72 or of clains
73-77 which depend therefrom

We now consider the rejection of clains 11 and 12
based on the teachi ngs of Weeder and Kuwahara. These clains
depend fromclaim1l and additionally recite an eddy current
devi ce. Kuwahara was cited by the exam ner only to neet the
claimlimtations related to the eddy current device.
Kuwahara does not overcone the basic deficiencies of Weder
di scussed above. Therefore, we do not sustain the exam ner’s
rejection of clains 11 and 12.

We now consider the rejection of clains 19, 20, 29,
31, 45, 46, 49, 59, 61 and 64-68 based on the teachings of
Weeder, Kuwahara and Sano. |In addition to the teachings of

Weeder and Kuwahara di scussed above, the exam ner cites Sano
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as applying a range of resistance | oads to sinulate dynamc
driving conditions. The examner finds that it would have
been obvious to the artisan to vary the resistance | oads of
Weeder by applying a range of such |oads as taught by Sano
[ answer, pages 6-7].

Wth respect to independent clains 19 and 49,
appel l ant argues that the clained application of a plurality
of resistance |oads to the output element of the transm ssion
being tested is not taught or suggested by any of the art of
record. Specifically, appellant argues that dynam c driving
conditions at the output elenment of the transm ssion cannot be
simul ated as claimed by the applied prior art [brief, pages

15-19] .
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We agree with appellant that a range of resistance
| oads to sinmulate dynami c driving conditions as recited in
claims 19 and 49 is not taught or suggested by the applied
prior art for the reasons set forth by appellant in the main
brief. Therefore, we do not sustain the rejection of
i ndependent claims 19 and 49 or of the clains which depend
t herefrom

In summary, we have not sustained any of the
exam ner’s rejections of the appealed clainms. Therefore, the
deci sion of the exam ner rejecting clainms 1-20, 29, 31, 38-47,
49, 59, 61, 63-68 and 72-77 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGG ERO

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
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JOSEPH L. DI XON )
Adm ni strative Patent Judge )
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